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In response to the Office Action dated January 2, 2002, in connection with the above- 
identified application, please enter and consider the following remarks. 



REMARKS 

The applicants have studied the Election/Restriction Requirement dated January 2, 2002. 
Claims 1 and 2 are in the case. The Examiner has required restriction to one of the following 
two groups of the claimed invention: 

Group I. Claim 1 ; and 
Group II. Claim 2. 

In response to the Examiner's election requirement, the applicants hereby traverse the 
requirement and respectfully request reconsideration. However, under 37 C.F.R. § 1.143, 
applicants hereby provisionally elect claim 1 . 

The Election/Restriction Requirement under 35 U.S.C. § 121 was made due to 
Examiner's belief that the inventions in Groups I and II are distinct. Under MPEP § 806.05(f), 



inventions are distinct if a product as claimed can be made by another and materially different 
process than the claimed process. The Examiner noted that the invention of Group I could be 
made by processes different from those of Group II and, consequently, is distinct from the 
invention of Group II. The Examiner also noted that the inventions of Groups I and II acquired 
separate status as shown by their different classification. 

In A pplied Materials, Inc. v. Advanced Semiconductor Materials America, Inc. , the 
Federal Circuit ruled that separate apparatus and method claims in the same application do not 
direct to separate inventions and the presence of such claims is not grounds for restriction. 
A pplied Materials, Inc. v. Advanced Semiconductor Materials America, Inc. , 98 F.3d 1563, 
1577-78, 40 USPQ2d 1481, 1492 (Fed. Cir. 1996). The court further stated that the "PTO 
correctly recognizes that these [separate apparatus and method claims] may be just two different 
ways of claiming the same invention." Id. Finally, the Federal Circuit stated that grounds for 
restriction cannot only be based on separate classification. Id. at 1576-77 . 

In applying the Federal Circuit's holdings in A pplied Materials to the case at hand, the 
inventions of Groups I and II should be considered as a single general inventive concept and thus 
should not be subject to a restriction requirement. The invention of Group II (the process for 
making the product) is adequately specific to create the invention of Group I, in particular with 
regard to the 7r~ gate structure. The facts that the invention as claimed consists of separate 
apparatus and method claims and that, according to the Examiner, separate classification is 
consequently required do not propose a restriction requirement under A pplied Materials . 

Applicants reserve the right to file a divisional application directed to non-elected claim. 

In view of the foregoing, it is respectfully submitted that the application and the claims, 
as amended, are in condition for reconsideration on merits. Examination of the application, as 
amended, is requested. The Examiner is invited to call the undersigned attorney at (213) 250- 
7780 should the Examiner believe a telephone interview would advance the prosecution of the 
application. 
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Respectfully submitted, 



Jonathan Y. Kang 
Registration No. 38,199 
Amit Sheth 

Registration No. 50,176 
Attorneys for Applicant(s) 



LEE & HONG 



Date: January , 2002 




221 N. Figueroa Street, 1 1 th Floor 
Los Angeles, California 90012 
Telephone: 213-250-7780 
Facsimile: 213-250-8150 
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